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RESPONSE TO RESTRICTION REQUIREMENT 



Commissioner for Patents 
Alexandria VA 22313 

Dear Sir, 

This paper is responsive to the Restriction Requirement mailed on October 2, 2003 (Paper 
No. 7), for which a shortened statutory period for reply is set to exphe on November 3, 2003, since 
November 2 is a Sunday. Accordingly, this paper is timely filed. 

Please enter the following remarks. 
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PATENT 
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Docket 094/004d 

Election of Group for Examination 

Claims 21-46 are pending in this application* and subject to a Restriction Requirement xmder 
35 use § 121 between claims in two groups. 

Group I (claims 21-42 and 46) is hereby elected for examination on the merits. 

Traverse of Restriction Requirement 

Applicant respectfiilly traverses the restriction requirement. 

Paper 7 indicates that Claims 43-45 (Group II) are drawn to a method of conq)ound screening, 
distinct from the method for producing neural cell populations (Group 1). This is incorrect, because 
Claim 43 is still a method for producing a neural cell population. After conducting the procedure 
recited in Claim 21, dependent Claim 43 further comprises a step of connJbining the cell population 
with a compound [for purposes of testing]. It is irrelevant whether methods to produce neural cell 
populations and methods for compound screening, are in general patentably distinct claim types. This 
is not the situation here, since all of the claims pending in this application require the user to conduct 
the procedure recited in Claim 21. 

MPEP § 803 indicates that a restriction requirement can only be imposed when examination of 
all the claims would impose a serious burden. Indeed, no such burden exists. Upon determination that 
Qaim 21 is free of the prior art, then Claims 43-45 will necessarily also be free of the prior art. 

Reconsideration and withdrawal of the restriction requirement is respectfully requested. 

Request for Rejoinder: 

Claims 43-45 are method claims that depend from and incorporate the limitations of Claim 21. 
Should the Restriction Requirement be upheld, then applicant hereby requests that Claims 43^5 (and 
all other method claims depending from claims in the elected group) be rejoined upon determination 
that the claims in Group I are patentable. To facilitate and expedite prosecution, applicant urges that 
all pending claims be examined together from the outset. 
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Conclusion 

Applicant respectfully requests that the application proceed to examination on the merits 
without further delay. 

In the event the Examiner determiaes that an interview would facilitate prosecution of this 
application, she is invited to contact applicant's representative at the telephone number indicated 
below. 



Respectfully submitted. 



GERON CORPORATION 
230 Constitution Drive 
Menlo Park, CA 94025 
Telephone: (650)473-7715 
Fax: (650)473-8654 

November 3, 2003 
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THIS MESSAGE IS INTENDED ONLY FOR THE USE OF THE INDIVIDUAL OR ENTITY TO WHICH IT IS ADDRESSED AND MAY CONTAIN 
INFORMATION THAT IS PRIVO^ED, CONFIDENTIAL, AND/OR EXEMPT FROM DISCLOSURE BY APPLICABLE LAW OR COURT ORDER. £F THE 
READER OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT. OR THE EMPLOYEE OR AGENT RESPONSIBLB FOR DELIVERING THE MESSAGE 
TO THE INTENDED RECIPIENT, YOU ARE HEREBY NOTIFIED THAT ANY DISSEMINATION, DISTRIBUTION, OR COPYING OF THIS 
COMMUNICATION IS STRICTLY PROHIBnED. IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR, PLEASE NOTIFY US IMMEDIATELY 
BY TELEPHONE AND RETURN THE ORIGINAL MESSAGE TQ US AT THE ABOVE ADDRESS VIA THE U.S. POSTAL SERVICE. THANK YOU. 
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